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MAIL STOP AF 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



PRE-APPEAL BRIEF REQUEST FOR REVIEW 



Pursuant to United States Patent and Trademark Office OG Notices: 12 July 2005 - New 
Pre- Appeal Brief Conference Pilot Program, a request for a review of identified matters on 
appeal is hereby submitted with the Notice of Appeal. Review of these identified matters by a 
panel of examiners is requested because the rejections of record are clearly not proper and are 
without basis, in view of a clear legal or factual deficiency in the rejections. All rights to address 
additional matters on appeal in any subsequent appeal brief are hereby reserved. 

Claims 1, 2, 4-26 and 97-108 are currently pending with claims 1,15 and 21 being 
independent. Claims 97-99 have been rejected under section 112, second paragraph. Claims 1, 
2, 4-26 and 97-102 have been rejected as unpatentable over Edwards (U.S. Patent Publication 
Number 2002-0077160) in view of Suso (U.S. Patent Number 6,466,202). 

Applicant specifically asks the panel to review the issues highlighted below. 
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1 . One of ordinary skill in the art would not have modified Edwards in view of Suso 
because doing so would have frustrated the purpose of Edwards. 

Independent claim 1 is directed to an electronic device that includes a first housing 
coupled to a second housing by a hinge such that a first center line of the first housing and a 
second center line of the second housing are in parallel with each other only in a state where the 
first housing and the second housing are folded via the hinge. The first center line and the 
second center line are inclined relative to each other in a state where the first housing and the 
second housing are opened via the hinge. The second housing includes a transmitting unit while 
the first housing includes a receiving unit. The receiving unit is provided at a first end of the first 
housing opposite a second end of the first housing at which the hinge is located. 

Independent claims 15 and 21 recite electronic devices having similar features. Rather 
than reciting features of the center lines of the housings, claim 15 recites that each of the first and 
second housings has a pair of lines opposing each other, that one of the pair of lines of the first 
housing has a shorter length than the other one of the pair of lines of the first housing, and that 
one of the pair of lines of the second housing has a shorter length than the other one of the pair of 
lines of the second housing, and claim 21 recites that each of the first and second housings has a 
trapezoid shape. 

Edwards describes a satellite phone having a cover (which is said to correspond to the 
first housing) coupled to a body (which is said to correspond to the second housing) by a hinge 
such that the center lines of the cover and the body are arranged in the manner recited in claim 1 . 
However, Edwards does not describe or suggest putting a receiving unit in the cover at all, let 
alone at a first end opposite a second end at which the hinge is located. 

Recognizing this failure of Edwards, the rejection argues that it would have been obvious 
to modify Edwards in view of Suso, which shows transmitting and receiving units arranged in 
first and second housings. Applicants disagree because doing so would have frustrated the 
purpose of the arrangement described by Edwards. In particular, Edwards states in paragraph 
[0020] that "the antenna of certain handheld devices, such as satellite phones, must extend above 
the user's head" and that the "cover 24 operates as an extender for antenna 21" and "extends 
beyond the user's ear so that it provides the highest possible antenna base without requiring an 
antenna extension or the like." Thus, Edwards indicates that it is important to maximize the 
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distance that the antenna extends from the components with which it operates, which would 
weigh against moving components to the cover of Edwards. Moreover, in order to maintain a 
consistent distance between the microphone and the speaker (which the rejection equates with 
the transmitting and receiving units), the size of the device of Edwards would need to be reduced 
if the microphone or speaker were moved to the cover, and this, in turn, would lower the antenna 
base, which is contrary to the purpose of Edwards. 

In addition, even if one were to put a receiving unit in the cover of Edwards, given 
Edwards' stated purpose to have the cover operate as an extender for the antenna, nothing in 
Edwards or Suso would have led to the placement of the receiving unit at a first end of the cover 
opposite a second end at which the hinge is located. Such placement would result in the first end 
of the cover being at the user's ear, and the second end of the cover being between the user's ear 
and the user's mouth, such that the cover could in no way serve as an extender for the antenna. 

Accordingly, for at least this reason, the rejection should be withdrawn. 

2. One of ordinary skill in the art would not have had any reason to modify Suso in view 
of Edwards in a way that results in the claimed subject matter. 

During the interview of October 1, the Examiner indicated possible agreement that one of 
ordinary skill in the art would not have modified Edwards in view of Suso, but then argued that 
the rejection could be changed so as to modify Suso in view of Edwards in order to arrive at the 
claimed subject matter. Applicants disagree that such a combination would be proper. 

In particular, as discussed above, the purpose of the configuration described by Edwards 
is to provide a cover that "extends beyond the user's ear so that it provides the highest possible 
antenna base without requiring an antenna extension or the like." (See Edwards at paragraph 
[0024].) Thus, to the extent that one of ordinary skill in the art would have modified Suso in 
view of Edwards, they would have, at best, done so by placing the speaker near the hinge such 
that the cover would extend beyond the user's ear and provide a high antenna base. Accordingly, 
the resulting combination would not have had a receiving unit provided at a first end of the first 
housing opposite a second end of the first housing at which the hinge is located, as recited in 
each of the independent claims. 

For at least these reasons, the rejection should be withdrawn. 
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No fee is believed to be due. Please apply any charges or credits to deposit account 06- 

1050. 
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